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REMARKS 



Claims 1, 10-11 13-14 17 9*^0^5 on 
Exa™.e.s review JhsII^ ^"^ ^' ^^"^^ «^ '"^ 

No new matter has been added by these amendments. 

SUMMARY OF THE PRP^fmt .MypnTinr f 

The present invention is related to a goif club head that employs a U-shaoed re.r 
surface of Ihe soIg cavity is unique. 




^ ^"O 12 "e^* selected under 35 U.S.C. S 102(e) as being ar,«cfpated bv 
U.S. Paten. App„ca«on Publication No. 2003/0190976 to Fagot Fago, I ' 
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directed to a club head having an elastic leaf placing a preload against a point on the back 
wall of the striking face. The point may be several points, but the metal leaf claimed by 
Fagot .3 placed under tension for the purpose of affecting the Coefficient of Restitution 
(COR) of the club head and not to support a thin front face. Therefore. Fagot, as it is seen 
.n the Rgs. 2. 3. and 6. only needs to make a very small contact with the back wall In the 
area of the "sweet spor of the Impact face. 

Claim 1 has been amended to more clearly state the object of the Applicants' 
.nventton. Claims 2 and 6 have been cancelled and their limitations incorporated into claim 
1 . The insert of the present invention is U-shaped and the force of the insert is juxtaposed 
against the entire back surface of the front face. The reasoning for this is described in the 
BackqioundofthelnvPntlon . page 1. line 27 to page 2. line 3. and on page 2. lines 15 to 
21. Wherein it Is discussed that present day clubs in seeking to increase COR often create 
clubs with very thin face thickness. This causes a problem with strength of the face and 
that IS why the insert of the present invention covers the entire back wall of the impact 
face, and not just a point or even several points. 

For claims to be rejected under 35 U.S.C. § 102(e). each and every element as set 
forth in the claims of the present invention must be found, either expressively or inherently 
ma single prior art reference. Applicants respectfully submit that Fagot does not disclose ' 
all the elements of the claimed invention, especially as it relates to the U-shape design 
wherein the insert exerts a force on substantially the entire front face and is juxtaposed 
agalnstthe entire back wall of the frontface. Claim 12 has been cancelled making the 
angle of the bend a moot argument. 

Accordingly, independent claim 1 are believed to be in condition for allowance for at 
least the reasons set forth above. As such. Applicants respectfully request that the 
rejection under 35 U.S.C. § 102(e) be reconsidered and withdrawn. 

Rejection OvBr Fa qpt in View of Qbviousnftgc 

Claims 2 and 13-14 were rejected under 35 U.S.C. § 103(a) as being obvious over 

Fagot. 

Claim 2 has been cancelled and the limitation incorporated into claim 1. The claim 
cites that the insert of the present invention is juxtaposed against substantially the entire 
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back sorface of the front face. The Examiner suggests that it would have been obvious to 
mod-fy the head of Fagot to juxtapose the leaf spring of Fagot against the entire back 
surface of the front face. The Applicants must respectfully disagree with the Examiner 
and ask how would Fagot with a leaf spring cover the entire back surface of the front face, 
f th,s .s Obvious, then prior art should be produced that would suggest to Fagot the need " 
to support the entire back surface. The Examiner sites paragraphs [0044] and [0046] in 
the Fagot Publication to suggest that the spring leaf of Fagot may have several points of 
contact. Several points of contact will not be equivalent of the present invention The 
present invention Is not just concerned with providing several points of preloaded contact 
for COR purposes, but rather the present invention teaches structural support for a very 
thin front face. Fagot is not concerned with supporting a thin front face and that is why he 
utilizes a leaf spring and not an Insert that covers the entire back surface of the front face 
To establish a prima facie case of obviousness, three basic criteria must be met ' 
F,rst there must be some suggestion or motivation to modify the reference or combine the 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior 
art reference (or references when combined) must teach or suggest all the claim 
limitations. Theteaching or suggestion to make the claimed combination and the 
reasonable expectation of success must be found in the prior art, not in Applicant's 

disclosure. /n/Bl/aecyc. 947 F.2d 488. 493. 20 U.S.P.Q.2d 1438 (Fed. Cir 1991) 

The obviousness assumption as use herein fails to cure the deficiencies of Fagot 

There IS no motivation to modify Fagot because Fagot is not concerned With providing ■ 
support for a thin front face. 

"T^^^^i^^ton under 35 U.S.C.§ 103(a) is believed to have been overcome for at 
east the above reasons. Applicants respectfully request reconsideration and withd.^wal 
tnereof. 



Rejection Over Faaot In vi^w of schmiHt Heimstefter 

Claims 6. 17. 18. and 21. were rejected under 35 U.S.C. § 103(a) as being obvious 
over Fagot In view of U.S. Patent No. 5.688.922 to Schmidt et al. or U.S Patent No 
6.623,374 to Helmstetter et al. it is conceded by the Applicants that these references 



PACE 9/13 • RCVD AT 9/24/2004 1:28:19 PM [Eastern Daylight Time] • SVR:USPTO-EFXRF.1/4 • DNIS:8729306 • CSID:508 979 3003 • DURATION (mm«s):0440 



Sep 24 04 01:31p . HCUSHNET COMPHMY 508-979-3063 p. 10 

Appl. No.: 10/606,318 

TOA-U.: 3711 Docket No.: C03-02 

Reply to Oflice Action of August 1 2, 2004 

show golf dubs that have a sole recess. But. they do not teach a pre-stressed insert in the 
sole recess and neither does Fagot. 

Claim 6 has been cancelled. Claims 18 and 21 have been cancelled and 
incorporated into amended claim 17. Fig. 2 of the present invention shows the elected 
species. It teaches of a U-shaped insert that is bent within the sole recess 29 and exerts a 
force against substantially the entire front face. In addition to the insert being juxtaposed 
against the front face it is also Juxtaposed against the top surface of the sole. Fagot does 
not teach of a pre-loaded insert juxtaposed against the entire top surface within the sole 
cavity, or the entire front face, and Fagot specifically cites screwing or welding one end of 
a le af spring to the sole. There is no mention in Fagot. Schmidt, or Helmstetter of covering 
the entire sole recess surface with such an insert. In such a crowded art as this, certainly 
. there would be some prior art that suggests the Applicants' invention. Again, the teaching 
or suggestion to make the claimed combination and the reasonable expectation of success 
must be found in the prior art. not In Applicant's disclosure. In re Vaeck. 947 F.2d 488. 
493. 20 U.S.P.Q.2d 1438 (Fed. CIr. 1991) 

The rejection of claim 1 7 under 35 U.S.C. § 1 03(a) is believed to have been 
overcome for at feast the above reasons. Moreover, the remaining claims 1 8 and 21 
depend from claim 17 as discussed above and add additional features. These claims are 
believed to be patentable for the totality of the claimed inventions therein and by virtue of 
their dependency on an allowable independent claim. 

Applicants respectfully request reconsideration and withdrawal thereof of this 
rejection. 

Rejection Over Faoot In View of Corhran 

Claims 8-9. and 16. were rejected under 35 U.S.C. § 103(a) as being obvious over 
Fagot in view of Cochran. Claims 8. 9. and 16 have been cancelled therein making this 
rejection moot. 



Rejection Over Fagot In View of Iwata 



Claim 10 was rejected under 35 U.S.C. § 103(a) as being obvious over Fagot in 
view of Iwata. Claim 10 depends from claim 17. whose patentability is discussed above. 
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and claim 10 adds additional features. Claim 10 is believed to be patentable for the totality 
of the claimed invention therein and by virtue of its dependency on an allowable 
independent daim. 

Applicants respectftjily request reconsideration and withdrawal thereof of this 
rejection. 

Rejection O ver Faaot In View of Yamrirta 

Claim 11 was rejected under 35 U.S.C. § 103(a) as being obvious over Fagot in 
view of Yamada. Claim 1 1 depends from claim 1 7. whose patentability was discussed 
above, and claim 1 1 adds additional features. Claim 1 1 is believed to be patentable for the 
totality of the claimed Invention therein and by virtue of its dependency on an allowable 
independent claim. 

Applicants respectfully request reconsideration and withdrawal thereof of this 
rejection. 

Rejection Over Fagot In View of .^n hmidt or H»im«tett6r and r.nnhr^^ 

Claims 23-24. and 28. were rejected under 35 U.S.C. § 103(a) as being obvious 
over Fagot in view of Schmidt or Helmstetter and further in view of Cochran. Claims 23, 
24, and 28. have been cancelled therein making this rejection moot. 

Rejection Over Fagot In View of Schmidt or H.in,.to. ter and f»rf har m . 

Claim 25 is rejected under 35 U.S.C. § 103(a) as being obvious over Fagot in view 
of Schmidt or Helmstetter and further in view of Iwata. Claim 25 depends from claim 17 
whose patentability Is discussed above, and claim 25 adds additional features. Claim 25 is 
believed to be patentable for the totality of the claimed invention therein and by virtue of its 
dependency on an allowable independent claim. 

Applicants respectfully request reconsideration and withdrawal thereof of this 
rejection. 



10 
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Rel^cBpn Over Faont in Vi^ h.,„,.„„„^ ^ 

Of S H °r u ? ""^ ^ ^ "^'"9 ""-o- f-90> in View 

T " "^"'^ ^ "'"'^^ ^""-^ <=l-™ 26 adds 

27 r "^"^ '^"'^'"^ '"'^'''V °' Claimed 

.nventon ^„ and by virtue of ite dependency on an aliowabie Independent daim 

Applicants respeclRilly request reconsideration and withdrawal thereof of this ' 
rejection. 

Rejection Over Faaot in vi ^w of Helm«f»»h>K 

over """^ « 'O^'^' ^ obvious 
over Fagot in View of Helmstetter. 

Claims 31-32 and 36 have been cancelled making moot the argument relaOve to 

ToTjl '"^'^ *" ' ^"^ *^ -ended 

as per da,m 17. The arguments made In the rejection of claim 1 7 would apply herein 

Since daim 17 is believed to be now allowable. Applicants respectfully request 

reconsideration and withdrawal thereof of this rejection. 

Rejection Over Faf,o,ln View of Helm^tttter^nH,.,^., .. „ , 

'^f"' 35 U.S.C.S 103(a) as being ob,.ous over Fagotm view 
Of He mstetter and further In view of iwata. Qaln, 33 has been cancelled maidng this 
rejection moot. -Mnyimb 



Relecaon Over F^oa, ,„ Vjew rrf Helm-rfnnor ,nH f,.KK.. ,„ , 

of Hetm^'f r -7''"^ ^ ""'"9 ""^-'^ P-SO' « view 

1 TT' ^ ^"^""^ ^'■^ 29. Whose 

patentabri^ as previously mentioned Is discussed above, and claim 34 adds additional 

features. Clarm 34 Is believed to be patentable for the totality of the claimed Invention 
therein and by virtue of Its dependency on an aliowabte independent daim. 

it 
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Applicants respectfully request reconsideration and withdrawal thereof of 
rejection. 



Conclusfon 



Based on the remarks set forth above. Applicants believe that all of the rejections 
have been overcome and the claims of the subject application are in condition for 
allowance. Should the Examiner have any further concerns or believe that a discussion 
with the Applicants' agent would further the prosecution of this application, the Examiner L 
encouraged to call the agent at the number below. 

No fee Is believed to be due for this submission. However, should any required 
fees be due. please charge them to Acushnet Company Deposit Account No. 502309. 




RespeBtfLillv;:Submitted, 




Micrlaef Burns (Reg. No. 38.400) 
(508)979-3563 ^ 

Customer Number: 40990 
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